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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
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1 )□ Responsive to communication(s) filed on . 

2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) 1-18 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1-18 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 19 December 2006 is/are: a)^ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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Application/Control Number: 1 0/574,83 1 Page 2 

Art Unit: 1793 

WO 01/4831 1; EP 1 182048 and WO 02/070279 cited in the information disclosure 
statement have been considered with respect to the provided English abstracts. EP 66854 cited in 
the information disclosure statement have been considered with respect to the explanation given 
in the provided search report. EP 53 124, DE 10120818, EP 659935 and EP 52624 cited in the 
information disclosure statement have been considered with respect to the discussion of these 
references in the specification. 

The disclosure is objected to because of the following informalities: 
It is unclear what applicants mean by "a coding". The teachings in paragraphs 17 and 
21-36 define where the pair of luminescent substances can be present in a value document, but 
they d not define "a coding". Paragraph 1 2 teaches the host can be formed by a mixed crystal. It 
is unclear what is meant by this. Furthermore it is unclear what is meant by "complemented 
characteristically" and "complementarily overlap". The use of "complement" and 
"complementarily" in the specification do not correspond to these terms conventional meanings. 
Appropriate correction is required. 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claim 18 is rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non- statutory subject matter. 

This claim appears to encompass two different statutory classes of invention set forth in 
35 U.S.C. 101, which is drafted so as to set forth the statutory classes of invention in the 
alternative only. See MPEP 2173.05(p). 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 



Application/Control Number: 1 0/574,83 1 Page 3 

Art Unit: 1793 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 17 and 18 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. 

Claim 17 teaches a second luminescent substance which likewise emits in the subrange 
and is complemented characteristically with the emission spectra of the first and/or second 
luminescent substance. Paragraph 18 teaches further or other luminescent substances which 
likewise emits in the subrange and is complemented characteristically with the emission spectra 
of the first and/or second luminescent substance. Thus the paragraph teaches the coding includes 
substances which are different from the first and second substances of the pair. The teachings in 
paragraph 18 and the subject matter of claim 17 are different and this difference between what is 
taught and what is claimed need to be resolved. The subject matter of claim 18 is nowhere found 
in the specification. The specification teaches values documents comprising the at least one pair 
of mutually associated luminescent substances, but not there is no teaching of a system 
comprising at least one pair of mutually associated luminescent substances and value documents 
comprising at least one of the substances that make up the pair. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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Claims 1-18 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claims 1-17 are indefinite since it is unclear what is meant by "a coding". Claim 2 recites 
the broad recitation about 750 nm to about 2500 nm and the claim also recites about 800 nm to 
about 2200 nm and about 1000 nm to about 1700 nm which are the narrower statement of the 
range/limitation. This claim is indefinite since it results in undue multiplicity. Claim 8 is 
indefinite since it is unclear what is meant that the host is formed by a mixed crystal. Claim 15 
recites the limitation "the coding system". There is insufficient antecedent basis for this 
limitation in the claim or in claim 1 from which it depends. Claim 17 is indefinite since it teaches 
two second luminescent substances and thus it is unclear if the second substance in line 2 of the 
claim is the same as that in line 4. Claim 18 is indefinite since it is unclear what is meant by "a 
coding system". In addition, this claim does not appear to be one of the U.S. acceptable "system" 
type claims which is directed to a combinations of related apparatus, a combination of related 
processes, a combinations of relates articles or a combination of related compositions. In this 
case, the system appears to be a combination of a composition and a unrelated article and thus 
appears to be directed to two different statutory classes of invention set forth in 35 U.S.C. 101 . 
Claims 1, , 17 and 18 are indefinite since it is unclear what is meant by "complemented 
characteristically". Claims 10 and 1 1 are indefinite since it is unclear what is meant by 
"complementarily overlap". Finally. Claim 16 is indefinite since it is unclear what is meant by 
"overlap each other complementarily". 
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This application reveals that it includes terminology which is so indefinite and different 
from that which is generally accepted in the art to which this invention pertains that a proper 
search of the prior art cannot be made. 

U.S. patent 5,763,891 is cited as of interest since it teaches a marking composition 

comprising at least two luminescent substances which both emit substantially the same 

wavelengths in the near infrared wavelength range. U.S. patents 4,202,491 and 6,344,261 are 

cited as of interest since they teach luminescent substances which emit s wavelengths in the near 

infrared wavelength range. U.S. patent 4,013,490 is cited as of interest since it shows that at the 

time of invention it was known to multiple luminescent materials with different emission spectra 

in security marking compositions. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melissa Koslow whose telephone number is (571) 272-1371. The 
examiner can normally be reached on Monday-Friday from 8:00 AM to 3:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo, can be reached at (571) 272-1233. 

The fax number for all official communications is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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